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PETITION FOR CLARIFICATION OF CROSS REFERENCES 
UNDER 37 CFR 1.78(a)(3) and (a)(6) 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
Dear Sir or Madam: 

The Examiner brought to our attention certain defects in the Cross References 
provided by Applicant in this pending application. Applicant has erred in properly Cross- 
Referencing this case. Thus, Applicant files this Petition at the direction of Examiner in 
his last Office Action. Applicant respectfully requests that the PTO grant this Petition 
and accept the latest amendment to the specification, which corrects the Cross- 
Referencing issues. 

In the instant application, Applicant mistakenly thought that the Cross 
Referencing was properly and timely submitted based on inter alia the Filing Receipt, 
which shows that the priority date and included Cross References were accepted by the 
PTO. The Filing Receipt is not available on PAIR; a copy is attached herein as Exhibit 
1. 
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STATEMENT OF FACTS 

Applicant filed provisional patent application 60/266,956 on February 6, 2001. 
Related non-provisional application 09/899,559, which claims the benefit of 60/266,956, 
was filed on July 5, 2001 . Applicant filed instant utility patent application 1 0/681 ,034, a 
continuation of 09/899,559, on October 8, 2003. Cross Reference data related to non- 
provisional application 09/899,559 was included on the application transmittal letter, but 
was inadvertently omitted from the first page of the specification. Applicant also 
included Cross Reference data to provisional application 60/266,956 in the first 
paragraph of the original specification, but applicant inadvertently changed the 6 th digit 
of the provisional application number, resulting in an apparent cross-reference to 
Beasley 60/266856. 

The Applicant received a Filing Receipt having a mailing date of January 7, 2004 
(attached hereto) that indicated the Domestic Priority data as claimed by the Applicant: 

This Application is a CON of 09/899,559 07/05/2001 ABN 

which claims benefit of 60/266,856 02/07/2001 * 

(*)Data provided by applicant is not consistent with PTO Records. 

These defects went uncorrected by Applicant. The Examiner pointed them out in 
a Final Rejection mailed May 2, 2007, when Examiner noted that provisional application 
60/266,856 cited in the specification was not related to the instant Applicant. Applicant 
submitted an amendment to the specification on November 2, 2007 to correct the typo 
in the first cross-reference and to include the reference to application 09/899,559 to the 
first paragraph of the specification, under the title. At this point in prosecution, Applicant 
thought that both Cross-Referencing defects had been corrected via the amendment. 
However, Examiner rejected Applicant's amendment in a Final Rejection dated January 
3, 2008. Applicant again amended instant application in an amendment filed June 3, 
2008 to correct the typo and to include the 09/899,559 application in the first sentences 
of the specification. 

Applicant received a Non-final Rejection on August 20, 2008. Beginning in the 
second paragraph, the rejection reads: 
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Applicant is required to delete the reference to the prior-filed provisional 
application from the first sentence(s) of the specification or the application data 
sheet, depending on where the reference was originally submitted, unless 
applicant can establish that this application, or an intermediate nonprovisional 
application, was filed within 12 months of the filing date of the provisional 
application. '956 only support the biometric/two-factor authentication feature. 

The benefit claim filed on 1 1/2/07 and as re-filed on 6/3/08 was not entered 
because the required reference was not timely filed within the time period set 
forth in 37 CFR 1 .78(a)(2) or (a)(5). 

Examiner rejected Applicant's June 3 amendment. Examiner also stated that the 
proper remedy was to file a petition for an unintentionally delayed benefit claim: 

If applicant desires the benefit under 35 U.S.C. 120 based upon a previously filed 
application, applicant must file a petition for an unintentionally delayed benefit 
claim under 37 CFR 1.78(a)(3) or (a)(6). [...] The Office reiterates although 
there is an indication of continuance in block 1 8 of transmittal of new application 
received 10/8/03, that as stated during a telephonic discussion with M. Kerr, a 
transmittal indication does not provide a proper benefit claim since claim for 
priority lacks timely filing of application data sheet with priority data or the priority 
data in first paragraph of specification below title as required under 37 CFR 1.78. 
Those are the only acceptable indications for proper benefit claim as confirmed 
with 3700 SPRE. Since cited benefit claim is not timely filed, priority remains 
filing of instant application of October 8, 2003. 

Applicant thus submits this petition at the direction of the Examiner in instant 
application. Applicant notes that during discussions with the Examiner, the Applicant 
did bring to the Examiner's attention the existence of the Filing Receipt which states that 
the benefit claims were accepted by the PTO at the time this application was filed. The 
Examiner was not persuaded. 
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ARGUMENTS 



1. Applicant mistakenly believed that cross-referencing was timely 
provided based on the Filing Receipt. 

Applicant included two correctable defects in the original application 
10/681,034, namely a typo, and placing a Cross-Reference in a part of the 
application other than the application data sheet or the first sentences of the 
specification. Applicant deeply regrets these defects, and Applicant humbly 
submits that the Cross-References were intended to be correct and correctly 
placed. 

Examiner communicated to Applicant that claims for benefit of priority 

were not timely filed pursuant to 37 CFR 1 .78, which reads in part: 

This reference must be submitted during the pendency of the later-filed 
application. If the later-filed application is an application filed under 35 
U.S.C. 1 1 1(a), this reference must also be submitted within the later of four 
months from the actual filing date of the later-filed application or sixteen 
months from the filing date of the prior filed application. [...] See 37 CFR 
1.78 (a)(2)(ii). 

Applicant incorrectly relied on the MPEP that indicates when Cross 
References are present in an application at the time of its filing, but are not 
properly located on the Application Data Sheet nor in the first sentences of the 
specification , no petition is necessary if the Filing Receipt shows that the PTO 
acknowledged the Cross References as provided in the original application. 

If an applicant includes a benefit claim in the application but not in 
the manner specified by 37 CFR 1 .78 (a) (e.g., if the claim is included in 
an oath or declaration or the application transmittal letter) within the time 
period set forth in 37 CFR 1 78(a), the Office will not require a petition 
under 37 CFR 1 .78 (a) and the surcharge under 37 CFR 1 .17 (t) to 
correct the claim if the information concerning the claim was 
recognized by the Office as shown by its inclusion on the Filing 
Receipt. See MPEP 201 .1 1 Part III.D (emphasis added). 
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A true and correct copy of the original Filing Receipt is attached herewith 
as Exhibit 1 . This Filing Receipt is not available on PAIR. The receipt shows 
acknowledgement of the claimed benefit of application 09/899,559 and that of 
provisional application 60/266,856. Applicant respectfully submits that he 
misinterpreted the requirements for cited Cross- References to be considered 
proper and timely filed based on the Filing Receipt, which shows acceptance of 
the benefit claims. 

Additionally, Applicant respectfully submits that he mistakenly interpreted 
the rule, and he thought the timeliness requirement was fulfilled since both 
references were present in the original application as filed. 

Furthermore, Applicant misinterpreted rule 37 CFR 1.78 (a)(2)(iii) which 

states: 

If the later-filed application is a non-provisional application, the 
reference required by this paragraph must be included in an 
application data sheet (§ 1.76), or the specification must contain 
or be amended to contain such reference in the first sentence(s) 
following the title. 

Applicant mistakenly interpreted this rule to mean that the specification could be 
amended to contain the references in the first sentences following the title, as 
required by 37 CFR 1 .78. 

2. The entire delay was unintentional. 

Applicant provided improper Cross-References in original application 
number 10/681,034 at the time of filing. The Filing Receipt, attached herewith as 
Exhibit 1 , shows that the claims for benefit of priority for both prior-filed non- 
provisional application 09/899,559 and for provisional application 60/266,856 
were acknowledged by the PTO at the time the application was originally filed. 
Applicant was not specifically notified that neither priority date was accepted until 
Examiner's office action dated January 3, 2008. Applicant attempted to correct 
the application defects via amendment, but Examiner indicated to Applicant that 
this Petition would need to be filed in order to have claimed priority dates 
accepted by the Office. Thus, Applicant respectfully submits this petition as 
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instructed by the Examiner. Applicant's actions were completely unintentional, 
and applicant deeply regrets the entire delay between the due date and the 
submission of correct and properly placed Cross References. 

REQUEST FOR RELIEF 

Applicant attempted to timely submit Cross References to a prior-filed 
provisional application and a prior-filed non-provisional application that directly 
claimed the benefit of the provisional application. Applicant thought that the 
Cross References were timely submitted, in compliance with 37 CFR 1 .78 
(a)(2)(H), at the time of filing. Applicant tried to remedy the Cross References by 
amending the first sentence of the specification, as required by 37 CFR 1.78 
(a)(2)(iii), once Examiner brought the application defects to our attention. 
Applicant was subsequently instructed by Examiner as to the proper procedure 
for claiming the benefit unintentionally delayed benefit claims; thus Applicant has 
filed this Petition. Applicant respectfully requests that this Petition be granted, 
and that the claims to priority be accepted. 

Respectfully Submitted 

Dated: /V> > ^ >■ j - — 

Michael A. Kerr 
Reg. No. 42,722 

Michael A. Kerr 
VIRTUAL LEGAL, LLC 
P.O. Box 22028 
Carson City, NV 89721 

Tel: (775)841-3388 
Fax: (775) 841-3389 
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^ United States FKtbnt and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Statnx Patent and Trademark OITi<m 
Addrcn: COMMISSIONER FOR PATENTS 
P.O. Box 1430 

Alwuuulm, Vunbiui 223 1 »-] 450 
Wttw.uqik>4fuv 
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Michael A. Kerr 
Virtual Legal 
Ste. 21 1 

777 E. William St. 
Carson City, NV 89701 



CONFIRMATION NO. 2717 
FILING RECEIPT 



"OC00000001 1632755* 



Date Mailed: 01/07/2004 



Receipt is acknowledged of this regular Patent Application. It will be considered in its order and you will be 
notified as to the results of the examination. Be sure to provide the U.S. APPLICATION NUMBER, FILING DATE, 
NAME OF APPLICANT, and TITLE OF INVENTION when inquiring about this application. Fees transmitted by 
check or draft are subject to collection. Please verify the accuracy of the data presented on this receipt. If an 
error is noted on this Filing Receipt, please write to the Office of Initial Patent Examination's Filing 
Receipt Corrections, facsimile number 703-746-9195. Please provide a copy of this Filing Receipt with the 
changes noted thereon. If you received a "Notice to File Missing Parts" for this application, please submit 
any corrections to this Filing Receipt with your reply to the Notice. When the USPTO processes the reply 
to the Notice, the USPTO will generate another Filing Receipt incorporating the requested corrections (if 
appropriate). 

Applicants) 

Michael A. Kerr, Stateline, NV; 



Domestic Priority data as claimed by applicant 

This application is a CON of 09/899,559 07/05/2001 ABN 

which claims benefit of 60/266,856 02/07/2001 * 

(*)Data provided by applicant is not consistent with PTO records. 

Foreign Applications 

If Required, Foreign Filing License Granted: 01/06/2004 

Projected Publication Date: To Be Determined - pending completion of Missing Parts 
Non-Publication Request: No 

Early Publication Request: No 
"SMALL ENTITY** 



Title 



Biometric broadband gaming system and method 



